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By the Board.

| npact

cancel Registration No.

Regi stration No. 2143520 for

BREW NG COMPANY f or
services. !

bar As grounds for

Bottorff and Hol t zman,

2101637 for

cancel | ati on,

Restaurants L.L.C.

V.

I nc.

Adm ni strative

Restaurants L.L.C. has filed a petition to

HOPPERS and

t he mark HOPPERS GRILL &

use in connection with restaurant and

petitioner

! Registration No. 2101637 issued on Septenber 30, 1997,

claimng Cctober 14, 1996 as the date of first use anywhere, and
Novenber 3, 1996 as the date of first use in commerce.

Regi stration No. 2143520 issued March 10, 1998, cl aim ng

Sept enber 15, 1996 as the date of first use anywhere, and
Decenber 15, 1996 as the date of first use in conmmerce. Section

8 affidavits have been accepted for

bot h registrations.
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al | eges that respondent’s marks, as used in connection
with respondent’s services, so resenble petitioner’s
appl i ed-for marks, BARLEYHOPPERS and BARLEY HOPPERS f or
restaurant and | ounge services, as to be likely to cause
confusion or mistake, or to deceive.?

Wth regard to the issue of priority, petitioner
al l eges that: petitioner first used the mark BARLEY
HOPPERS for restaurant and bar services at |east as early
as March 31, 2001; a third party, ADCOPE L.L.C., and its
predecessor in interest, ADCOPE partnership, have
continuously used the mark M J. Barl eyhopper’s for brew
pubs and sports bars since at |east February 12, 1991;
ADCOPE L.L.C. owns ldaho State Registration 14541,
regi stered August 4, 1994°% and that petitioner and ADCOPE
L.L.C. entered into a “Territorial Trademark Assignment
Agreement” (“Territorial Assignnment”) on October 13, 2000
t hrough which petitioner acquired:

all of the right, title and interest in the mark

M J. BARLEYHOPPER S and the mark BARLEYHOPPER S and

all of the goodwi Il of the business synbolized by
the marks for the territory which is outside of a

2 Mpplication Serial No. 76172675, filed Qctober 13, 2000, and
Application Serial No. 76172675, filed Novenber 30, 2000,
respectively.

3 Petitioner attached as Exhibit Cto the petition to cancel a
copy of ldaho State Registration 14541, issued to ADCOPE
partnership on August 4, 1994 for the mark M J. BARLEYHOPPERS
BREVERY & SPORTS PUB in stylized form for use in connection
with brew pub and sports bar services, claimng February 12
1991 as the date of first use in Idaho.
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circle with a radius of twd hundred (200) mles
having at its center, ADCOPE s current place of
busi ness at 621 21%" Street, Lew ston, |daho.*
Petitioner argues that its acquired rights and goodwi ||
in the marks MJ. BARLEYHOPPER s and BARLEYHOPPER S
predate respondent’s first use of its marks HOPPERS
and/ or HOPPERS GRI LL & BREW NG COMPANY, and t hat
BARLEYHOPPERS, BARLEY HOPPERS and M J. BARLEYHOPPER S are
| egal equival ents.?
Respondent denied the salient allegations inits
answer, and asserted the follow ng “affirmtive
def enses”: “assignnent in gross and phantom transaction”;
“petitioner cannot assert the retained ownership rights
of a third party”; “petitioner |acks standing and the
al | eged assignor is an indispensable party”; “trademark
nm suse, sham transaction and bad faith adoption”; “break
in continuity of use”; “waiver, |aches, estoppel,
acqui escence”; “under principles of the comon |aw, the
Lew ston, Idaho goodw Il is localized and petitioner

purchased t hrough the assignnent no goodw I |”;

4 Petitioner attached as Exhibit Ato the petition to cancel a
copy of the assignnment docunent.

> Petitioner also alleges that it filed a separate concurrent
use application for the mark BARLEY HOPPERS for restaurant and
| ounge services, but provided no additional information about
t he concurrent use application
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“petitioner has no right to a non-concurrent registration
because petitioner cannot make the exclusive use oath and
the alleged assignor’s quit claimassignment clains no
owner shi p of BARLEYHOPPERS”; “there is no |ikelihood of
confusion”; and “petitioner can not tack to |Idaho use,
petitioner lacks priority and petitioner’s use and i nfant
goodwi I | is confined to Florida”.

This case now conmes up on respondent’s notion for
partial summary judgment on the issue of priority.
Petitioner filed an opposition to the notion, and
respondent filed a reply thereto.® Additionally,
respondent filed a motion to strike portions of the
decl aration that petitioner submtted in support of its
response to the summry judgnent notion, and to strike
rel ated portions of said response.

Before we turn to the nerits of the sunmary judgnent
noti on, we address several issues.

Noti ce of Insufficient Fees

As an initial procedural point, we note that
petitioner seeks to cancel two registrations, but has

only submtted a fee sufficient to file a petition to

® The stipulation (filed April 28, 2003) to extend petitioner’s
time to respond to the summary judgnent notion is granted.
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cancel one registration. The statutory filing fee is
$300 per class per registration against which the
petition to cancel is filed. See Trademark Rule 2.112(b)
and TBMP 88305 and 308. 5.

Pursuant to petitioner’s previously submtted
written authorization, petitioner’s Deposit Account 06-
2120 will be charged an additional $300.00 to cover the
requi site additional filing fee.

Overlength Briefs

Next, we note that petitioner’s responses to
respondent’s summary judgment notion and notion to strike
are 39 and 37 pages |long, respectively, not including the
certificates of service. Trademark Rule 2.127(a)
provi des: “The brief in support of the notion and the
brief in response to the notion shall not exceed 25 pages
in length,” and “[e]xhibits submtted in support of or in
opposition to the notion shall not be deened to be part
of the brief for purposes of determ ning the |ength of
the brief.” Accordingly, petitioner’s responses to the
pendi ng notions are stricken fromthe record and wll be

given no further consideration. See Ron Caul dwel |
Jewelry, Inc. v. Clothestinme Clothes, Inc. 63 USPQ2d 2009
(TTAB 2002)(reply brief was untinely and exceeded page

limt) and Estate of Shakur v. Thug Life Clothing Co., 57
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UsP@2d 1095, 1096 (TTAB 2000)(filing of two briefs in an
attenpt to circunvent page limtation inproper).

In view thereof, we will not consider petitioner’s
responses to the pending notions or respondent’s reply
brief regarding the summary judgnment notion. See
Trademark Rule 2.127(a).

Motion to Stri ke

Petitioner has submtted in support of its response
to the summary judgnment notion the declaration of its
president, Dilip Kanji (“Kanji Declaration”). As noted
above, respondent has noved to strike the declaration.

As a general rule, the Board disfavors notions to
strike, and will not strike matter unless it clearly has
no bearing on the issues involved. Although we have the
authority to grant respondent’s notion to strike the
decl arati on as conceded pursuant to Trademark Rul e
2.127(a), we choose not to do so in this case. Instead,
we will consider the Kanji Declaration for whatever
probative value it may have regardi ng petitioner’s
al l eged priority, the sole issue now before us on sunmary
judgnment. We will only consider those matters which are

based on the declarant’s personal know edge.’

" W note, however, that even if we had considered the Kanji
Declaration in its entirety, we would have cone to the sane
result on the sunmary judgnent notion
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In view thereof, respondent’s notion to strike is
denied. In addition, to the extent the notion to strike
pertains to petitioner’s response to the summary judgnment
notion, the nmotion to strike is noot.

Sunmary Judgment Motion

I n support of the sunmmary judgnment notion,
respondent argues that there is no genuine issue of
material fact that it has priority over petitioner, and,
therefore, we nust dism ss the cancell ation proceeding
with prejudice. As grounds therefor, respondent contends
that after the PTO rejected petitioner’s pleaded intent-
to-use applications based on |ikelihood of confusion with
the registrations that petitioner now seeks to cancel,
petitioner:

conceived of a disingenuous plan to contrive or
manufacture [a] fictitious priority date earlier in
time than the Respondent’s priority date. The plan,
once inplenented, involves a phony attenpted quit
clai m assi gnnent of non-existing comon |aw service
mark rights having no good will in the Petitioner’s
trade area. The attenpted assignnment purports to
| eave the assigner [sic] wth an unsupportable
common law claim to a bifurcated portion |egal
title, an enpty claimof right to use and fictitious
good will outside the assignor’s long term trade
area at a single location in Northern |daho. The
assignee’s intent was to transport the phantom claim
to a bifurcated portion of legal title, the enpty
right to use and the imaginary good wll across
3,000 mles to Florida.

The attenpted assignnent, if wvalid and if it
transferred sonething other than non-existing rights
and enpty good wll, created i nperm ssi bl e
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concurrent bifurcated legal title in two independent

business entities, wi t hout coordinated quality
control to protect the public. The quit-claim
assignor has retained its priority date in its trade
area, its mark, its good will and all its assets,

trade secrets and custoner base in Northern [|daho.

Yet, the Petitioner now clains the benefit of the

assignor’s comon |aw Ildaho priority date in

Fl ori da, where the assignor has no common |aw rights

and no good will.

The Petitioner’s transparent tacking ploy gained no

conmmon | aw service mark rights, no good will and no

basis to claimto priority.

The rel evant portions of the Kanji Declaration
essentially reiterate the allegations of priority noted in
the introductory section to this order.

A party is entitled to summary judgnent when it has
denonstrated that there are no genuine issues as to any
material facts, and that it is entitled to judgnment as a
matter of law. Fed. R Civ. P. 56(c). The evidence nust be
viewed in a light favorable to the nonnoving party, and al
justifiable inferences are to be drawn in the nonnovant’s
favor. Opryland USA Inc. v. The Great American Misic Show,
Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992).

Upon careful consideration of the argunents and
evi dence presented by the parties, and draw ng al
inferences with respect to the notion in favor of

petitioner as the nonnmoving party, we find that there is
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no genui ne issue of material fact regardi ng respondent’s
priority of use.

Specifically, in support of the sunmary judgnent
noti on, respondent submtted the declaration of its
Executive Vice President and General Counsel attesting to
respondent’s 1996 use dates.® Therefore, there is no
genui ne issue of material fact that respondent has been
usi ng the marks HOPPERS and HOPPER S GRILL & BREW NG
COVPANY conti nuously since Novenmber 3, 1996 and Decenber
15, 1996, respectively. Nor is there a genuine issue of
mat eri al fact that because petitioner filed its
applications based on a bona fide intention to use the
mar ks in commerce, the October 13, 2000 filing date of
those applications is the constructive use date, and the
earliest date on which petitioner can rely for purposes
of establishing priority.® See Zirco Corp. v. Anerican
Tel ephone and Tel egraph Co., 21 USPQ2d 1542 (TTAB 1991).
Of necessity, therefore, petitioner’s priority claimis
based on its contentions that it obtained “all of the
right, title, and interest” in the marks M J.

BARLEYHOPPER S and BARLEYHOPPERS, and all of the rel ated

8 Respondent attached to the declaration soft copies of the
subj ect registrations.

1In fact, petitioner first used the mark BARLEY HOPPERS in
commerce on March 31, 2001. Kanji Dec. par. 58.
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goodwi I | through the Territorial Assignment from Adcope,
and that Adcope’ s February 12, 1991 date of first use of
those marks inures to petitioner’s benefit.

However, there is no genuine issue of material fact
t hat Adcope had no rights and goodwill to assign beyond
the 200 mle retained use area, and thus that petitioner
is not entitled to claimpriority under Section 2(d)
based on said rights and goodwill. To the contrary, the
Territorial Assignnment states that Adcope “is the owner
of the mark M J. BARLEYHOPPER S’ and that “Adcope and its
predecessor have used the mark on or in connection with a
Brew Pub and Sports Bar in an area within a radius of two
hundred (200) mles surroundi ng Lewi ston, |daho, since
February 12, 1991.” It therefore appears that Adcope has
not used the mark M J. BARLEYHOPPER S outside the 200
mle retained area, and that
Adcope has no rights or goodw || beyond that area.'

Petitioner submtted as exhibit 10 to the Kanji
Declaration the title page of a tel ephone directory
covering three counties in Washington and five counties

in ldaho, and the page on which M J. Barl eyhopper’s

10 According to the Territorial Assignnent, Adcope al so assigned
to petitioner rights to BARLEYHOPPER S, a mark Adcope does not
appear to own, and, based on the evidence of record, does not

10
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Brewery & Sports Pub is listed. To the extent petitioner
relies on the directory listing to establish Adcope’s

ri ghts and goodwi || beyond the 200 m |l e retained area,
such reliance is msplaced. The enunerated counties are
either entirely within the 200 mle retained area, or, as
in the case of Idaho County, the largest cities are
within that radius. Therefore, the directory listing

al one (not an advertisenment) does not raise a genuine
issue of material fact regarding the nature and extent of
Adcope’ s rights and goodwill in the mark M J.

Bar | eyhopper’s beyond its retained area. Moreover, we do
not see how any possible goodwi Il in a mark that a
restaurant may have outside of a 200-mle radius fromits
single location can aid an applicant with a restaurant
approximately 3000 mles away in Florida.

Finally, we note that even if we were to find that
the Territorial Assignment constitutes a proper
assignment, the mark M J. BARLEYHOPPER S is not legally
equi val ent to BARLEYHOPPERS or BARLEY HOPPERS. Marks are
| egal equivalents if they create the sane, continuing
conmmerci al i npression such that a consunmer woul d consi der

them both the same mark. Dial-A-Mattress Operating

appear to be using as a service mark to identify a brew pub and
sports bar.

11
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Corp., 240 F.3d 1341, 57 USPQ2d 1807, 1812-13 (Fed. Cir.
2001). Therefore, a mnor difference in the marks, such
as pluralization or an inconsequential nodification or
noder ni zati on of the later mark, would not preclude a
finding that the marks are | egal equivalents. Id.; Inre
Loew s Theatres, Inc., 223 USPQ 513, 514 n.5 (TTAB 1984),
aff’d, 769 F.2d 764, 226 USPQ 865 (Fed. Cir. 1985)(the
mar ks DURANGOS and DURANGO are | egal equivalents). Thus
in Dial-a-Mttress, the mrks 1-888-MA-T-R-E-S-S and
(212) MA-T-T-R-E-S were viewed as | egal equival ents,
whereas in Van Dyne-Crotty Inc. v. War-Guard Corp., 926
F.2d 1156, 17 USPQ2d 1866 (Fed. Cir. 1991), the marks
CLOTHES THAT WORK. FOR THE WORK YOU DO and CLOTHES THAT
WORK wer e not .

M J. BARLEYHOPPER S creates the inpression of an
i ndividual’s nanme, with the designati on BARLEYHOPPER S
serving as the surnanme, while BARLEYHOPPERS and BARLEY
HOPPERS are both nouns, and create different conmerci al
i mpressions from M J. BARLEYHOPPER S. Therefore,
Adcope’ s February 12, 1991 date of first use of the mark
M J. BARLEYHOPPER S does not inure to petitioner’s
benefit.

Respondent has denonstrated a prima facie case that

there is no genuine issue of material fact regarding

12



Cancel | ati on No. 92041064

priority that requires trial for resolution. The Kanji
Decl arati on does not raise or rebut any genui ne issue of
mat erial fact. Accordingly, petitioner cannot prevail on
the priority question, and its Section 2(d) claimnust
fail.

In view thereof, respondent’s notion for parti al
sunmary judgnent on the issue of priority is granted.
Mor eover, because priority is an essential elenent of a
Section 2(d) claim the petition to cancel is dism ssed

with prejudice.

13



